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This Office action is in reply to applicant's response filed on 8/5/2005. 

Claims 1-3, 6-9, 31 and 35-46 are pending in this application. The claims remain 
unchanged from the previous examination of this application. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 6, 8 and 39-42 are rejected under 35 U.S.C. 102(a) and (e) as being 
anticipated by Hei et al. (US 6,024,986) for the reasons of record - see pages 4-5 of the 
5/5/2005 Office action. 

Applicant's remarks and declaration relative hereto have been given due 
consideration, but they were deemed unpersuasive. 

Applicant argues that Hei et al. do not qualify as prior art under 102(a) or (e). 
Applicant relies on a 131 declaration by one of the inventors, John Hilgren, to establish 
that the present invention was invented before the 5/14/1999 filing date of Hei et al. 

The Examiner is not persuaded, because the 131 declaration is deficient. The 
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following table clarifies what is claimed and what is established by the declaration: 





INDEPENDENT 
CLAIM 6: eauilibrium 
mixture resulting 
fro in -- 


INDEPENDENT 
CLAIM 8: 
composition 
comprising — 


APPLICANTS 

DECLARATION 

EVIDENCE 


ACETIC ACID 


about 50-60 wt% 


about 50-60 wt% 


No disclosure of a 
concentrate or 
equilibrium mixture of 
a concentrate in 
Exhibits A or B. 

In Exhibit B, Falcon 15 
O and Falcon 15 AE 
do not show the same 
or similar concentrate 
concentration of 
ingredients 


OCTANOIC ACID 


about 10-20 wt% 


about 10-20 wt% 




H 2 0 2 


about 5-15 wt% 


about 5-15 wt% 


ii ii 


CHELATING 
AGENT 


about 0.3-1 wt% 


about 0.3-1 wt% 


ii ii 


RATIO 


at least 1 pbw 
peroxyoctanoic acid 
for each about 5 
parts of peroxyacetic 
acid 


at least 1 pbw 
peroxyoctanoic 
acid for each about 
5 parts of 
peroxyacetic acid 


ii ti 
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Therefore, applicant has failed to provide any evidence to establish a date of 
invention for the invention of instant claims 6, 8 and 39-42 that predates the filing date 
of Hei etal. (5/24/1999). 

Consequently, the ground of rejection must be maintained. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hei et al. (US 6,024,986) for the reasons of record - see pages 5-7 of the Office action 
of the 5/5/2005 Office action. 

Applicant's remarks and declaration relative hereto have been given due 
consideration, but they were deemed unpersuasive. 

Applicant argues that Hei et al. do not qualify as prior art under 102(a), (e) or 
103(a). Applicant relies on a 131 declaration by one of the inventors, John Hilgren, to 
establish that the present invention was invented before the 5/14/1999 filing date of Hei 
et al. The Examiner finds the declaration to be insufficient for the reasons fully set forth 
above and incorporated herein by reference. Hence, Hei et al. qualify as prior art under 
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35 USC 102(a) and (e). Furthermore, applicant's attempt to disqualify Hei et al. as prior 
art under the provisions of 35 USC 103(c) fails because Hei et al. qualify as prior art not 
only under 35 USC 102(a) but also under 35 USC 102(a). 

For these reasons, this ground of rejection must be maintained. If applicant 
foresees both of the above grounds of rejections being successfully overcome by a 
different 131 declaration in a continuation application, applicant should accompany such 
filings with a terminal disclaimer over U.S. Patent No. 6,024,986 in order to expedite 
prosecution. 

Claims 1-3, 31 , 35-38 and 43-46 are allowed. Because all claims cannot be 
allowed at this time, a search update will have to be conducted at the time of the next 
Office action. The allowance is therefore subject to a search update. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to JOHN PAK whose telephone number is (571)272-0620. 
The Examiner can normally be reached on Monday to Friday from 8 AM to 4:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
SPE, Gary Kunz, can be reached on (571)272-0887. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571 )272- 
1600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




